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1. Why patents?

• to sue infringers

• to secure investment

• to tie down something to license

• to tie down something to sell

Patent protection provides "a handle" on your 
technology so that you can use it as a business tool



1. Why Patents?

Definition of Infringement – Section 60, UK Patents Act 1977.

1. Where patented invention is product:

Make, use or import product without patent proprietor’s consent.

2. Where patented invention is process:

Use or offer for use process without patent proprietor’s consent.



1. Why patents?

• Patents enable you to use your ideas to the full
• control competitors
• establish credibility for your business
• create a handle with which to move your business on

• Make a patent strategy part of your business plan

• Make the patent system work for you



2. What can be patented?

There is no clear definition anywhere of what a patent is

Dictionary.com:

“The exclusive right granted by a government to an inventor to 
manufacture, use, or sell an invention for a certain number of years”



2. What can be patented?

Patentable Inventions

European Patent Convention – Article 52

(1) European patents shall be granted for any inventions, in all fields of   
technology, provided that they are new, involve an inventive step and 
are susceptible of industrial application. 



2. What can be patented?

What does “new” mean?

European Patent Convention - Article 54

(1) An invention shall be considered to be new if it does not form part of 
the state of the art.

(2) The state of the art shall be held to comprise everything made 
available to the public by means of a written or oral description, by 
use, or in any other way, before the date of filing of the European 
patent application.

Therefore, it is extremely important not to 
disclose invention before applying for a patent!



2. What can be patented?

What does “inventive step” mean?

European Patent Convention - Article 56

• An invention shall be considered as involving an inventive step if, having 
regard to the state of the art, it is not obvious to a person skilled in the art.



2. What can be patented?

What does this mean in practice?

European Patent Office - “problem and solution” approach.  

compare the invention with the closest single item of prior art

the advantage given by the invention over the closest single item of 
the prior art is the solution to a problem with that closest prior art 

would it be obvious to the skilled person to solve the problem with 
the closest prior art in the same way as the invention?

If NO INVENTION !



Exceptions to patentability

• (a)…contrary to “public policy/morality”

• (b)…plant or animal varieties, production of plants or animals...

• (c) methods for treatment of the human or animal body by surgery or 
therapy and diagnostic methods practised on the human or animal body; 
this provision shall not apply to products, in particular substances or 
compositions, for use in any of these methods 

2. What can be patented?



Patenting in the medical field [not exhaustive]

• a device or apparatus

• a composition or formulation

• a method of manufacture of a device or composition

• a composition or device for a particular medical use [treatment of disease, 
surgery, therapy, diagnosis]

• a biological material (must be industrially applied)

• a kit of parts

2. What can be patented?



The patent document

1. introduction

2. summary

3. detailed description

4. claims

5. abstract

6. drawings

3. What is a patent?



• EP 1 985 766 A2

• Soil Machine Dynamics Ltd

• “Vehicle for laying an elongate 
product in a trench in the sea 
floor”

3. What is a patent? – example 1 –



Claim 1:
A vehicle for laying an elongate product in a trench in a sea floor, the vehicle
comprising:

a vehicle body adapted to travel along the sea floor;
first cutting means for cutting a first portion of a trench in the sea floor from a

first side of said trench;
second cutting means for cutting a second portion of said trench from a second

side opposite said first side;
wherein said first and second trench portions overlap with each other and said

first cutting means is located in front of said second cutting means in the
direction of travel of the vehicle.

3. What is patent? – example 1 –



• EP 1 153 582 B1

• DePuy Spine Inc.

• “Medical installation tool”

3. What is a patent? – example 2 –



Claim 1:
A medical device installation tool (10), comprising 

a pair of opposed levers (12, 14), each having a proximal, handle portion and a distal
portion (12A, 14A); 

a fulcrum (16) disposed between the two levers, at a point which is between the 
handle portions and the distal portions; 

a pusher block (18) positioned between the two levers and selectively moveable
between an initial location distal of the fulcrum and a final location which is distal of the
fulcrum and adjacent a distal end of the levers, further from the fulcrum than when in the
Initial location; and 

a pusher rod (20) having a distal end (20A) connected to the pusher block and a
proximal, handle end (20B); characterised by 

the fulcrum allowing the handle portions of the levers to be closed so that the distal
portions of the levers separate, facilitating movement of the pusher block from the initial
location towards the final location.  

3. What is patent? – example 2 –



The patent system

4. How do we apply for patents?



4. How do we apply for patents?

Patent searching and competitor’s IP

• Espacenet

http://ep.espacenet.com/advancedSearch?locale=en_EP

• Epoline

https://register.epoline.org/espacenet/regviewer

• WIPO

http://www.wipo.int/pctdb/en/search-struct.jsp



5. Case Study – example 1 –

Polymer membranes

• priority May 1991

• Li-SOCl2 based rechargeable 
batteries



5. Case Study – example 1 –

Polymer membranes

Background:

• in-house development group (1987)
• spun out technology:
• Li-SOCl2 battery separators - no market
• breathable membranes for fabrics - Goretex!

• overhead and no product
• investors losing faith (1989-90)



5. Case Study – example 1 –

Polymer membranes

Grafted polypropylene non-woven fabrics

• market opportunity (1991) - rechargeable batteries
• manufacturing expertise
• initial orders required new premises and new equipment 
(1992)



5. Case Study – example 1 –

Polymer membranes

Grafted polypropylene non-woven fabrics

• refinanced through 3i (1994) 
• new production line installed
• international patent application filed
• agreement reached early with EPO examiner (1993)



5. Case Study – example 1 –

Polymer membranes

Grafted polypropylene non-woven fabrics

• sales reached £10m after 3 years
• competitor product located in Hong Kong (1994)
• European patent application accepted (1996)
• Japanese patent application rejected (1997)
• company purchased by Crane Inc (1996)
• due diligence focused on patent case



5. Case Study – example 1 –

Polymer membranes

Grafted polypropylene non-woven fabrics

• European opposition rejected (2000)
• negotiations with US based opponent/infringer concluded (2000)
• Japanese opposition rejected (2001)
• Japan based opponent/infringer withdraws product
• management buyout (2002)



5. Case Study – example 1 –

Polymer membranes

Grafted polypropylene non-woven fabrics

• diversification into wound management/diaper market
• new patent application filed (2004)
• negotiations with diaper manufacturer (2005)

Company purchased by raw material supplier (2007)



5. Case Study – example 2 –

Anti-microbial coating for medical devices

• filed May 1992

• biocompatible metal powder deposited 
on medical device by vapour deposition 



5. Case Study – example 2 –

Anti-microbial coating for medical devices

• NUCRYST formed 1993
• silver coatings for burn dressings
• Acticoat™ with SILCRYST™ nanoocrystals 1998
• first licensing agreement with Smith & Nephew 2001



5. Case Study – example 2 –

Anti-microbial coating for medical devices

• NUCRYST infection and inflammation development 2002 for 
Smith & Nephew
• Acticoat™ dressings (wound care) used in:
• hospitals
• clinics
• GP practices

• sale of Acticoat™ dressings $54 million by Smith & Nephew in 
2006
• revenue for NUCRYST $24.4 in 2006 from licence agreement



5. Case Study – example 2 –

Anti-microbial coating for medical devices

• NUCRYST hold 21 granted US patents
• NUCRYST pursuing 21 patent applications

• Patents cover:
• products and compositions (coatings, powders, flakes)
• manufacturing process
• use of products and compositions to treat wounds, anti-

inflammatory, anti-microbial etc.



5. Case Study – example 2 –

Anti-microbial coating for medical devices

• Smith & Nephew acquires all assets of NUCRYST 
Pharmaceuticals (11 November 2009)

• NUCRYST shareholders net US $21 million



6. Summary

• Maintain confidentiality until patent application field
• Assess patentability and commercial value

• Exploit your IP:
• control competitors
• establish credibility for your business 
• use patent rights to make money



ANY QUESTIONS
???



Thank you

Martin Neilson

mmn@udl.co.uk


